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INTRODUCTION 

In her article, The Scope of IPR Estoppel: A Statutory, Historical, 
and Normative Analysis,1 Christa Laser argues that the estoppel 
provisions of the America Invents Act (AIA)2 apply only to grounds 
that could have been raised once the petition to institute an 
administrative post-issuance proceeding has been granted, but not to 
any grounds which could have been raised, but for whatever reason 
weren’t, in such a petition.3 In Laser’s view then, the estoppel 
provisions provide only a narrow scope of protection to patentees, and 
permit the patent challengers to file multiple challenges to issued 
patents if and when their earlier challenges are unsuccessful.4 Laser’s 
arguments are clear, forceful, and well–supported, but at the end of the 
day, in my view, wrong. Although she does an admirable job engaging 
with statutory construction doctrine generally and the legislative history 
of patent post-issuance proceedings specifically, ultimately the analysis 
falls short because it gives insufficient weight to the legal background 
against which the AIA was enacted. Additionally, Laser seemingly 
adopts the received wisdom that more post-issuance review is better, 
and therefore (though it is clearly a secondary consideration) 
Congressional policy would be better served when fewer barriers to 
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Analysis, 70 FLA. L. REV. 1127 (2018). 

 2.  Pub. L. No. 112-29, 125 Stat. 284 (2011) (codified as amended in scattered sections of 

35 U.S.C.). 

 3. See generally id. 
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post-issuance review are erected.5 However, it is not necessarily true 
that more rounds of review means better patents or that they lead to a 
more stable and predictable system.6 And since such a system was a 
primary Congressional goal when it enacted the AIA,7 statutory 
interpretation that takes us farther away from that goal should receive at 
least some skepticism. 

At the outset, I should state that Laser and I are in complete 
agreement at least on the basic premise of her article—statutes must be 
interpreted based on the text of the legal enactment and not based on 
what a judge (or a law professor) perceives the “true” goal of Congress 
to be.8 The Supreme Court doesn’t tire of reminding us that fixating on 

“[B]road purposes” of legislation at the expense of specific 
provisions ignores the complexity of the problems 
Congress is called upon to address and the dynamics of 
legislative action. Congress may be unanimous in its intent 
to stamp out some vague social or economic evil; however, 
because its Members may differ sharply on the means for 
effectuating that intent, the final language of the legislation 
may reflect hard-fought compromises. Invocation of the 
“plain purpose” of legislation at the expense of the terms of 
the statute itself takes no account of the processes of 
compromise and, in the end, prevents the effectuation of 
congressional intent.9  

Thus, my criticism of Laser’s conclusion stems not from a 
disagreement over the proper approach to statutory interpretation—after 
all, “we are all textualists now”10—but from a disagreement over the 
context in which the words we are construing were enacted. The 
complete scope of the estoppel provisions can be deduced only once the 
full scope of the historical background is taken into account; and once 
that accounting is complete and the provisions are given their full force, 
it becomes possible to satisfy the “hard–fought compromises” that 
Congress engaged in when it enacted the AIA. 

My review will proceed in two parts. In Part I, I will discuss the 
historical background against which the AIA was enacted and the 

 
 5. Id. at 1173–81. 

 6. See generally Gregory Dolin, Dubious Patent Reform, 56 B.C. L. REV. 881 (2015) 

(finding that new post-issuance review mechanisms resulted in a set of dubious reforms).  

 7. See id. at 909–11. 

 8.  See id. at 1139–41.  

 9. Bd. of Governors of the Fed. Reserve Sys. v. Dimension Fin. Corp., 474 U.S. 361, 

373–74 (1986). 

 10. Diarmuid F. O’Scannlain, “We Are All Textualists Now”: The Legacy of Justice 

Antonin Scalia, 91 ST. JOHN’S L. REV. 303, 304 (2017) (quoting Justice Elena Kagan). 
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problems Congress was attempting to rectify with the passage of the 
AIA (both topics on which Laser touches, but which do not get the 
attention they deserve). In Part II, I will discuss the effect of a broad 
estoppel provision and why it is actually more consistent with 
Congressional purposes than narrow estoppel would be. Of course, 
given the nature of the response, I cannot engage with every thoughtful 
point raised by Laser, and so my critique is necessarily incomplete, but 
much like with post-issuance challenges themselves, time and space 
limits require a tighter focus on the areas of most significant 
disagreement. 

I.  THE AIA SOLUTIONS TO THE PROBLEMS IN THE PREVIOUS 

ADMINISTRATIVE POST-ISSUANCE PROCESSES 

In defending her construction of the estoppel provision, Laser 
acknowledges, as she must, that “[t]he plain meaning [of a statute] is the 
meaning that reasonable people at the time the text was written would 
ordinarily ascribe to the term, in the context in which it was written.”11 
On this point, I am in full agreement. However, I think Laser has an 
unnecessarily narrow understanding of “context.” According to her, that 
means that words and phrases should not be plucked out of the overall 
statutory text and interpreted without reference to the remaining portion 
of the statute.12 That, of course, is true as far as it goes. But failing to 
read certain words in light of the rest of the statute is not the only way 
to erroneously divorce particular phrases from the context in which they 
appear. No less a proponent of textualism than Justice Scalia wrote for 
the Court that “the examination of a variety of legal and other sources to 
determine the public understanding of a legal text in the period after its 
enactment . . . is a critical tool of . . . interpretation.”13 In other words, 
“historical context of a statute can help a court interpret an otherwise 
ambiguous term.”14 Thus, the proper application of textualism calls for 
“interpret[ion of] the relevant words not in a vacuum, but with reference 
to the statutory context, ‘structure, history, and purpose.’”15 And Laser’s 
historical analysis of the AIA generally, and the estoppel provisions 
specifically, is incomplete. 

 
 11. Laser, supra note 1, at 1139.  

 12. See id. at 1139–40 (explaining that the reader should make sure that the chosen 

“interpretation [does not] irreconcilably clash with other provisions in the statute,” in part by 

giving “[i]dentical terms used in different parts of a statute . . . the same meaning.”) 

 13. District of Columbia v. Heller, 554 U.S. 570, 605 (2008) (emphasis omitted). 

 14. In re Schwartz–Tallard, 803 F.3d 1095, 1104 (9th Cir. 2015). 

 15. Abramski v. United States, 573 U.S. 169, 179 (2014) (quoting Maracich v. Spears, 

570 U.S. 48, 76 (2013)). 
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It is important to remember that Congress was not writing on a blank 
slate when it enacted the AIA. Instead, this was merely the most recent 
attempt at creating a robust post-issuance review mechanism housed in 
the U.S. Patent Office, though ideas for such a process have been batted 
around for nearly a century.16 Of particular relevance to the AIA’s 
historical analysis though is the Bayh–Dole Act of 1980,17 which 
created the still extant patent reexamination process.18 There is little 
need to go into great detail about the mechanics of the ex parte 
reexamination procedures (which I have exhaustively described 
elsewhere),19 but a short review of its perceived shortcomings helps to 
understand the impetus for and the meaning of the AIA’s estoppel 
provisions. As with the inter partes and post-grant review (“IPR” and 
“PGR,” respectively) mechanisms created by the AIA, the goal of the 
reexamination procedure was to “permit efficient resolution of 
questions about the validity of issued patents without recourse to 
expensive and lengthy infringement litigation.”20 The Bayh–Dole Act 
was predicted to “greatly reduce, if not end, the threat of legal costs 
being used to ‘blackmail’ [patent] holders into allowing patent 
infringements or being forced to license their patents for nominal 
fees.”21 Yet, by the time Congress was debating the AIA, the Bayh–
Dole reforms were almost universally viewed as having not fully 
realized expectations, if not altogether failed.22 

The reason for the failure of reexamination to check the high cost of 
litigation stems in large part from the lack of preclusive effect of 
reexamination on litigation (or vice versa) at least insofar as the patent 
challenger was concerned.23 Whenever the patent challenger lost in one 
forum, he could turn around and seek relief in another, entirely 
unburdened by the findings made against him earlier.24 Further still, the 

 
 16. For a discussion of the history of proposals and legislation on the topic of post-

issuance patent review see generally Dolin, supra note 6, at 886–909. 

 17. Bayh-Dole Act of 1980, Pub. L. No. 96-517, 94 Stat. 3015 (1980). 

 18. See 35 U.S.C. §§ 301–07 (2012). 

 19. See, e.g., Dolin, supra note 6, at 899–902; Gregory Dolin, Reverse Settlements as 

Patent Invalidity Signals, 24 HARV. J.L. & TECH. 281, 326–27 (2011). 

 20. H.R. REP. NO. 96-1307, pt. 1, at 3–4 (1980), as reprinted in 1980 U.S.C.C.A.N. 6460, 

6463 [hereinafter H.R. Rep. No. 96-1307]; see also 145 CONG. REC. E1790 (daily ed. Aug. 5, 

1999) (statement of Rep. Coble); 126 CONG. REC. 30,364 (1980) (statement of Sen. Bayh); 126 

CONG. REC. 29,900 (1980) (statement of Rep. Hollenbeck). 

 21. H.R. REP. NO. 96-1307, pt. 1, at 3–4. 

 22. See Dolin, supra note 6, at 902–09. 

 23. See id. at 903–05. 

 24. To be sure, the challenger may well have suffered informal burdens associated with 

previous losses, i.e., the Patent Office may have been less likely to conclude that the standard 

for initiating reexamination had been met if a federal district court had held the proffered prior 

art not to be invalidating. Similarly, a district court would likely be more deferential to a patent 
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reexamination process did not bind the Patent Office to its own prior 
findings and conclusions irrespective of how many times they were 
made and reaffirmed.25 Thus, “even the fact that the cited prior art has 
already been considered by the PTO and found to be not invalidating is 
not a bar to either ordering reexamination or cancelling the claims at 
issue.”26 This permitted the patent challengers “unlimited bites at the 
apple” and imposed significant costs and burdens on the patentees.27 
Contrary to Congressional goals and expectations, the reexamination 
process did not reduce, but rather increased the cost of patent contests 
because it resulted not in a substitution of one (more expensive) for 
another (less expensive) process, but in the multiplication of processes28 
where the patentee had to win them all, while the challenger had to win 
but a single contest.29 

The patent challengers and their attorneys quickly realized the 
advantages such a system offered them and exploited it to their 
advantage. In fact, attorneys regularly advised their clients to plan for 
multiple rounds of reexamination and therefore to withhold some prior 
art references during the initial reexamination request so as to enable  
subsequent reexamination requests.30 It was recognized by nearly all the 

 
that has received the Patent Office’s seal of approval not once, but twice. See, e.g., Shannon M. 

Casey. The Patent Reexamination Reform Act of 1994: A New Era of Third Party Participation, 

2 J. INTELL. PROP.  L. 559, 562 (1995) (“[A] patent which emerges from reexamination 

unscathed has an enhanced validity to a jury beyond what is presumed by law, putting third 

parties at a disadvantage.”); Joshua D. Sarnoff, Bilcare, KSR, Presumptions of Validity, 

Preliminary Relief, and Obviousness in Patent Law, 25 CARDOZO ARTS & ENT. L.J. 995, 1024–

25 (2008) (“[O]nce a patent issues from an ex parte or inter partes reexamination, the factual 

inference from the grant to its validity may be significantly stronger than from the initial 

grant.”). However, because each forum utilizes its own standards and scope of review, losing in 

one did not result in any formal consequences in the other. Indeed, as the Federal Circuit held in 

In re Baxter Int’l, Inc., a prior judgment by an Article III court upholding validity of a claim is 

not a bar to reexamination. See 678 F.3d 1357, 1364 (Fed. Cir. 2012). 

 25. See 35 U.S.C. § 303(a) (2012) (“[Reexamination] is not precluded by the fact that a 

patent or printed publication was previously cited by or to the Office or considered by the 

Office.”). 

 26. Dolin, supra note 6, at 905. 

 27. See id. at 903–07 (emphasis removed). 

 28. See id. 

 29. See Blonder-Tongue Labs., Inc. v. Univ. of Ill. Found. 402 U.S. 313, 350 (1971) 

(holding that a party whose patent has once been held invalid is estopped from asserting it 

against others). 

 30. See, e.g., Robert Greene Sterne et al., Reexamination Practice with Concurrent 

District Court Litigation or Section 337 USITC Investigations, 11 SEDONA CONF. J. 1, 45 (2010) 

(“If the reexamination request was an ex parte request, such [withheld] art could become the 

basis for subsequent reexamination requests, if necessary and non-cumulative.”); S. Rep. No. 

111-18, at 56 (2009) (quoting the strategy to litigating patent validity of a San Fernando-based 
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stakeholders that “an opportunity for multiple bites at the apple and the 
ability to impose a disproportionate cost on the patentee while carrying 
a fairly light burden themselves, the reexamination process”31 could 
(and was) readily abused to harass patentees and to “‘blackmail’ 
[patent] holders into allowing patent infringements or being forced to 
license their patents for nominal fees.”32  

Recognizing the failures of the ex parte reexamination process,33 in 
1999 Congress created an alternative inter party reexamination process 
(now obsolete and replaced with IPR).34 The inter partes reexamination 
came with estoppel provisions35 that did two things. First, it prohibited 
filing additional petitions during the pendency of a granted application 
for inter partes reexamination.36 Second, it denied the opportunity to a 
challenger to file any additional petitions if he has previously failed to 
invalidate a patent either before a district court or in a prior inter partes 
reexam.37 The challenger could avoid the estoppel provision if he could 
show that “the assertion of invalidity based on newly discovered prior 
art unavailable to the third-party requester and the Patent and 
Trademark Office at the time of the [prior] inter partes reexamination 
proceedings.”38  

This is the historical background against which Congress legislated 
the America Invents Act and one that informs the proper reading of the 
AIA’s estoppel provisions. When Congress enacted the AIA it 
eliminated the inter partes reexamination and substituted the IPR 
process, but it did not forget the lessons learned or the reasons the 
estoppel provision was created in the first place.  

In crafting the AIA, Congress continued to recognize the 
shortcomings of the ex parte reexaminations and sought to prevent them 
from corroding the newly created post-issuance review mechanisms. It 
is for that reason that the House Judiciary Committee Report 
accompanying the final version of the bill explained that 

[T]he changes made by [the provision creating post-
 

law firm known as the “Patent Assassins” as “using one set of prior art in the reexam, and 

saving a second set of prior art for use in litigation”). 

 31. Dolin, supra note 6, at 907. 

 32. H.R. REP. NO. 96-1307, pt. 1, at 3–4 (1980), as reprinted in 1980 U.S.C.C.A.N. 6460, 

6463. 

 33. Mark D. Janis, Inter Partes Patent Reexamination, 10 FORDHAM INTELL. PROP. MEDIA 

& ENT. L.J. 481, 492–94 (2000). 

 34. American Inventors Protection Act of 1999, Pub. L. No. 106-113, 113 Stat. 1501A-

552 (codified in relevant part in 35 U.S.C. §§ 311–18 (2006)) (repealed 2012). 

 35. 35 U.S.C. § 317 (2006) (repealed 2012). 

 36. Id. § 317(a). 

 37. Id. § 317(b). 

 38. Id. 
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issuance review mechanisms] are not to be used as tools for 
harassment or a means to prevent market entry through 
repeated litigation and administrative attacks on the validity 
of a patent. Doing so would frustrate the purpose of the 
section as providing quick and cost effective alternatives to 
litigation. Further, such activity would divert resources 
from the research and development of inventions.39 

On the Senate side, Senator Charles Grassley, then the ranking 
minority member of the Senate Judiciary Committee and one of the co-
sponsors of the Act, expressed the same sentiment stating that the AIA 
“include[s] a strengthened estoppel standard to prevent petitioners from 
raising in a subsequent challenge the same patent issues that were raised 
or reasonably could have been raised in a prior challenge. The bill 
would significantly reduce the ability to use post-grant procedures for 
abusive serial challenges to patents.”40 

It doesn’t undermine one’s commitment to textualism nor does it 
substitute the views of individual members or committee staffers for the 
text of the enacted legislation to recognize that Congress acted not 
randomly but in light of problems that have been identified over the 
preceding thirty-plus years. These problems were widely understood 
and discussed, and the solutions were debated across several Congresses 
and with the participation of a variety of stakeholders in the patent 
system.41 Attempting to construe an ambiguous statutory term without 
referring to or taking into account that history is likely to result in  
erroneous conclusions,42 which is where I believe Laser ultimately 
arrives. 

The AIA’s meaning is illuminated by the history of prior attempts at 
creating post-issuance review mechanisms and a proper contextual 
reading of the contested provision takes that history into account. It 
would be curious indeed to read the AIA as having weaker estoppel 
provisions than the abolished inter partes reexamination when Congress 
was aware of and trying to address the estoppel problems in the pre-
2011 regime.43 It is far more plausible that Congress, aware that 
challengers were often withholding evidence from the first round of 

 
 39. H.R. REP. NO. 112-98, at 48 (2011). 

 40. 157 CONG. REC. S952 (daily ed. Feb. 28, 2011) (statement of Sen. Grassley). 

 41. See, e.g., ADVISORY COMM’N ON PATENT LAW REFORM, A REPORT TO THE SECRETARY 

OF COMMERCE 121–22 (1992); Janis, supra note 33, at 492–94; see also Dolin, supra note 6, at 

918.  

 42. See Bond v. United States, 572 U.S. 844, 857 (2014) (“Part of a fair reading of 

statutory text is recognizing that Congress legislates against the backdrop of certain unexpressed 

presumptions . . . [and therefore] correctly reading a statute demands awareness of certain 

presuppositions.”) (internal citations and quotations omitted). 

 43. See supra notes 39–40 and accompanying text. 
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reexamination so as to file a second, third, fourth, etc. petitions, 
attempted to prevent such practice from being recreated in the AIA-
created post-issuance review mechanisms. An exceedingly narrow 
reading of the estoppel provisions that Laser suggests is not consistent 
with that understanding. On the other hand, reading the provision as 
precluding a patent challenger from filing additional requests for an IPR 
after having had a final written decision entered against him (except 
perhaps in situations where it would have been unreasonable to expect 
him to discover certain evidence that is now available)44 is consistent 
with the historical, legal, and factual background against which 
Congress was legislating. 

Furthermore, such construction more correctly reflects the balance 
inherent in the estoppel provisions. Under the AIA, a challenger is 
estopped from filing new petitions only when the Patent Office enters a 
final written decision against him.45 In cases where the Patent Office 
denies the petition to institute review in the first place, the challenger is 
free to try again with the same evidence but better arguments or with 
new evidence, or with the combination of the two.46  

II.  THE EFFECT OF THE ESTOPPEL PROVISION 

Although, generally speaking, textualist approach to statutory 
interpretation does not concern itself with the policy outcomes, leaving 
such matters for the legislature, neither is the approach blind to the 
possibility that exceedingly formalistic approach may result in 
outcomes directly contrary to what the legislature was trying to achieve. 
As Justice Scalia often said “I am not a strict constructionist, and no one 
ought to be . . . . A text should not be construed strictly, and it should 
not be construed leniently; it should be construed reasonably, to contain 
all that it fairly means.”47 He cautioned that “strict constructionism” is 
but “a degraded form of textualism that brings the whole philosophy 
into disrepute.”48 Thus, while it is not up to the court to determine the 
wisdom of a policy allowing one, two, or multiple opportunities to 

 
 44. See, e.g., 35 U.S.C. § 317(b) (2006) (repealed 2012). 

 45. Id. §§ 315(e), 325(e). 

 46. See Credit Acceptance Corp. v. Westlake Servs., 859 F.3d 1044, 1052–53 (Fed. Cir. 

2017). A harder case is a situation where the Patent Office grants review with respect to some 

claims, but denies it with respect to others. However, such cases, though not uncommon until 

recently, are unlikely to arise in the future in light of the Supreme Court’s decision in SAS 

Institute Inc. v. Iancu, which held that the PTO must either institute or deny institution with 

respect to all claims raised by the challenger. 138 S. Ct. 1348 (2018). 

 47. ANTONIN SCALIA, A MATTER OF INTERPRETATION: FEDERAL COURTS AND THE LAW 23 

(Amy Gutmann ed., 1997). 

 48. Id. 
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challenge a patent,49 neither should the courts even when engaged in a 
purely textualist analysis, be blind to the consequences of construing a 
statute in a particular way if such consequences seem contrary to a 
common sense understanding of the problem that Congress was trying 
to address and the methods Congress chose to address it.50 

One of the main criticisms of the AIA created procedures—and the 
way they have been administered—is the perception that issued patents 
are under a near constant assault by the challengers and that such an 
assault is facilitated by the Patent Office itself.51 Although there are 
many and varied criticism that have been leveled at the PTO’s 
administration of the America Invents Act (including by this very 
author),52 the most relevant one here is the resort to seriatim challenges 
against issued patents.53 

As I have written previously, patent owners are already potentially 
subject to multiple rounds of post-issuance review proceedings.54 A 
determined challenger can seek to reexamine a patent, and to the extent 
that such a reexamination does not provide him with adequate relief, he 
can thereafter seek an IPR.55 A challenger can file multiple additional 
IPR petitions while the original one is still pending and seek to have 
these petitions consolidated into a single case.56 Not only does this 
maneuver permit the challenger to circumvent page limitations on his 
petition, it keeps the patent owner constantly busy producing new 
responses to arguments in each successive petition.57 Moreover, a 

 
 49. See SAS Inst., Inc. v. Iancu, 138 S. Ct. 1348, 1358 (2018) (“Policy arguments are 

properly addressed to Congress, not this Court. It is Congress's job to enact policy and it is this 

Court's job to follow the policy Congress has prescribed.”). 

 50. See Michael W. McConnell, Active Liberty: A Progressive Alternative to Textualism 

and Originalism?, 119 HARV. L. REV. 2387, 2409 (2006) (“Textualist and originalist judges do 

not look at ‘text and history’ instead of ‘consequences’; they look at consequences in light of 

text and history.”) (emphasis omitted). 

 51. See Jennifer R. Turchyn, Improving Patent Quality Through Post-Grant Claim 

Amendments: A Comparison of European Opposition Proceedings and U.S. Post-Grant 

Proceedings, 114 MICH. L. REV. 1497, 1524 (2016) (“The prevailing view that U.S. post-grant 

proceedings are antipatent could impede the AIA goal of encouraging innovation by 

discouraging disclosure of inventions in patents. Almost every affected party has criticized the 

proceedings as antipatent. This is reflected in two pending congressional bills that directly 

address the issue of motions to amend in USPTO post-grant proceedings. Former Chief Judge of 

the Court of Appeals for the Federal Circuit, Randall Rader, has referred to the Board as “patent 

death squads.”); Dolin, supra note 6, at 931–47. 

 52. See Dolin, supra note 6, at 931–47. 

 53. See id. at 935–44. 

 54. See id. 

 55. Id. at 940. 

 56. Id. at 935–40. 

 57. Id. at 940. 
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challenger can seek a separate IPR with respect to each of the patent’s 
claims without worrying about estoppel.58 Again, such an approach 
allows the challenger essentially unlimited space to make his argument, 
and though it permits the patentee the corresponding number of pages to 
respond, it also keeps the patentee constantly guessing as to when  the 
“next shoe going to drop” (and then of course responding when it does). 
Further yet, for a select group of patents dealing with business methods, 
a challenger can seek an IPR first and then, if unsatisfied with results, 
seek additional review under the provision permitting a more searching 
review of certain patents pertaining to business methods.59 Such an 
approach is permissible because certain arguments that can be raised in 
the covered business method review are not within IPR’s ambit, and 
therefore IPR’s estoppel provisions have little application.60 In short, the 
opportunities for the harassment of patentees are plentiful and more 
importantly, well-travelled.  

Because patent challengers have multiple tools at their disposal to 
invalidate patents (or at least to severely restrict the owners’ ability to 
enforce them), some less than scrupulous challengers have used these 
procedures61 to accomplish the very ends Congress sought to avoid.62 
The threat of multiple rounds of review have been used as everything 
from settlement and licensing negotiations to a retaliation and gambling 
tool.63 The losses to the patentees have been enormous.64 How broadly 
or narrowly the estoppel provision is read will greatly affect the overall 
place of the post-issuance proceedings in the greater statutory scheme. 
The narrower the application of these provisions, the more opportunities 
for the patent challengers to stack their petitions, seek multiple rounds 
of review, and otherwise harass patent owners. On the other hand, a 
broad reading of the estoppel provision would still leave room for 
robust post-issuance challenges to patents,65 and indeed still allow for 
multiple review opportunities as illustrated above, but it will foreclose 

 
 58. Id.  

 59. See id. The procedure for reviewing these patents is set out in the Leahy-Smith 

America Invents Act, Pub. L. No. 112-29, § 18(d)(1), 125 Stat. 284, 331 (2011). 

 60. See id. at 940. 

 61. See id. at 931–47; see also Saurabh Vishnubhakat, The Youngest Patent Validity 

Proceeding: Evaluating Post-Grant Review, 24 TEX. INTELL. PROP. L.J. 333, 335 (2016) (“A 

great and growing body of empirical research is now emerging on the uses (and potential 

abuses) of inter partes review and covered business method review proceedings . . . .”). 

 62. See supra notes 39–40 and accompanying text. 

 63. See Dolin, supra note 6, at 931–47. 

 64. See Gregory Dolin & Irina D. Manta, Taking Patents, 73 WASH. & LEE L. REV. 719, 

757–58, 791–92 (2016). 

 65. See supra notes 46, 54–60 and accompanying text. 
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opportunities for multiple petitions for which there is no reason beyond 
mere gamesmanship.66  

I readily concede that whatever the wisdom of the AIA reforms, as 
written, they permit some of the strategic behavior engaged in by patent 
challengers. It is of course true that courts are without much power to 
alter Congressional policy choices, however unwise those choices may 
be.67 Nonetheless, given Congressional preference to limit 
gamesmanship in proceedings before the Patent Office68—and given the 
evidence that much of the gamesmanship still seems to be the everyday 
reality69—when determining what the text “fairly means,” courts should 
recognize the likely effect of either construction of the estoppel 
provision.70  

To be clear, this is not a purposivist argument, but rather a textualist 
one.71 But a proper textualist analysis is not reading the statute “strictly” 
verbatim ac literatim, but rather with an understanding of the “statutory 

 
 66. There is no good reason to permit a challenger to split his argument into several 

rounds of filings beyond the desire to allow such a challenger to indefinitely keep the patent in a 

state of suspended animation. It is true that the Patent Office has imposed page limitations on 

petitions to institute post-issuance review thus forcing challengers to make hard choices about 

which arguments to make and which to forego. See Laser, supra note 1, at 1141–42. However, 

at most that is an argument for changing the Patent Office rules, but in reality, though these 

rules may be more restrictive than most, litigants are similarly limited in court filings. See, e.g., 

FED. R. APP. P. 32 (setting page limitations for principal and reply briefs at 30 and 15 pages, 

respectively); N.D. ILL. LOC. R. 7.1 (limiting any brief in support or opposition to a motion to 15 

pages). Requiring patent challengers to make hard choices about their arguments and evidence is 

not a reason to permit successive filings in the Patent Office any more than it is a reason to do so 

in a district court. 

 67. See Griswold v. Connecticut, 381 U.S. 479, 521 (1965) (Black, J., dissenting) (“[T]his 

Court [does not] sit as a supervisory agency over acts of duly constituted legislative bodies and 

set aside their laws because of the Court’s belief that the legislative policies adopted are 

unreasonable, unwise, arbitrary, capricious or irrational.”). 

 68. See supra notes 39–40 and accompanying text. 

 69. See supra note 61 and accompanying text. 

 70. See McConnell, supra note 50, at 2409 (explaining that textualism is not blind to and 

indeed takes into account the “real world” consequences, but cautioning against “viewing 

‘consequences’ independently of text and history.”). 

 71. Antonin Scalia, Judicial Deference to Administrative Interpretations of Law, 1989 

DUKE L.J. 511, 515 (1989) (“[T]he ‘traditional tools of statutory construction’ include not 

merely text and legislative history but also, quite specifically, the consideration of policy 

consequences. Indeed, that tool is so traditional that it has been enshrined in Latin: ‘Ratio est 

legis anima; mutata legis ratione mutatur et lex.’ (‘The reason for the law is its soul; when the 

reason for the law changes, the law changes as well.’) Surely one of the most frequent 

justifications courts give for choosing a particular construction is that the alternative 

interpretation would produce . . . results less compatible with the reason or purpose of the 

statute. This, it seems to me, unquestionably involves judicial consideration and evaluation of 

competing policies . . . .”). 
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scheme as a whole.”72 When it comes to the world of patents it requires 
giving a fair reading to the Congressional attempts to attain the 
Constitution’s vision of “promot[ing] the Progress of Science and useful 
Arts.”73 Congress has determined that the “Progress of Science and 
useful Arts” is best promoted when, on one hand, there are robust post-
issuance review procedures which allow challenges to improperly 
issued patents, but on the other side similarly robust estoppel 
provisions74 to prevent harassment of patentees and the “diver[sion of] 
resources from the research and development of inventions.”75 It is hard 
to read the estoppel provision to “fairly contain” only the very 
arguments that the challenger raised (and perhaps some minor variations 
on them) and such a reading does not seem to be consistent with the 
full-bodied, faithful application of textualism. 

CONCLUSION 

Christa Laser’s article presents a cogent and coherent argument for 
resolving a contested, but not often addressed, issue in the America 
Invents Act. Her article makes a strong case for why the textualist 
reading of the various estoppel provisions in the AIA should be 
narrowly construed. As lucid as that argument is, ultimately I believe it 
falls short because it fails to fully take into account the legislative 
background against which Congress was acting. When that background, 
including both the history of the post-issuance provisions in the 
American patent law and the history of abuse of such provisions, is 
taken into account, the meaning of the words Congress used becomes 
significantly less ambiguous and the case for the narrow construction of 
the estoppel provisions significantly weaker. And though I ultimately 
disagree with Laser’s conclusions, her article is an important 
contribution to the discussion if for no other reason than that it makes 
the strongest possible case for the position she takes. For now, though, 
we have to wait for a judicial resolution of this thorny question to see 
which textualist path the courts decide to take. 

 
 72. See, e.g., King v. Time Warner Cable Inc., 894 F.3d 473, 477 (2d Cir. 2018). 

 73. U.S. CONST. art. I, § 8, cl. 8. 

 74. See Jonathan Tamimi, Breaking Bad Patents: The Formula for Quick, Inexpensive 

Resolution of Patent Validity, 29 BERKELEY TECH. L.J. 587, 641 (2014) (noting that by including 

“estoppel attached to a final written decision[,] . . . Congress appears to have successfully 

balanced patent holder concerns with the need to more efficiently adjudicate these disputes.”).  

 75. H.R. REP. NO. 112-98, at 48 (2011). 


